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Status 

1 )KI Responsive to communication(s) filed on 07 April 2008 . 
2a )^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 1,2,4-15,1 7-26, 28-39, 41-46 and 49-57 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) ^ Claim(s) 49 is/are allowed. 

6) M Claim(s) 1.2.4-15.17-26.28-39.41-46 and 50-57 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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application from the International Bureau (PCT Rule 17.2(a)). 
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DETAILED ACTION 

Claims 1, 2, 4-15, 17-26, 28-39, 41-46 and 49-57 
are pending in the application. 

Election/Restrictions 

Applicant's election with traverse of Group I, 
directed to a process of making (claims 1-46) , in the 
reply filed on January 12, 2006 was acknowledged in a 
previous Office Action. The reguirement was deemed 
proper and therefore made FINAL in a previous Office 
Action . 

Claims 47 and 48 were withdrawn (now cancelled) 
from further consideration pursuant to 37 CFR 1.142(b), 
as being drawn to a nonelected invention. Applicant 
timely traversed the restriction (election) reguirement 
in the reply filed on January 12, 2006. 



Application/Control Number: 10/642,367 Page 3 

Art Unit: 1626 

Rejections made in the previous Office Action that 
do not appear below have been withdrawn per Applicant' s 
arguments. Therefore, arguments pertaining to these 
rejections will not be addressed. 

Claim Rejections - 35 USC §103 

The following is a guotation of 35 U.S.C. 103(a) 
which forms the basis for all obviousness rejections 
set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time 
the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1, 2, 4-15, 17-26, 28-39, 41-46 and 50-57 
are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Pacheco et al . {U.S. Pat. 5,489,703} 
in view of the combination of teachings in Emmons et 
al. {U.S. Pat. 3,535,341}, McClellan {U.S. Pat. 
2,873,282}, Masahiro et al. {JP 63-238043}, Haruyuki et 
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al. {JP 03-109358} and Tojo et al . {U.S. Pat. 
5,847,189} . 

Determination of the scope and content of the prior art (MPEP 
§2141.01) 

Applicant claims a process of making dialkyl 
carbonate and a diol from alkylene oxide, carbon 
dioxide and an aliphatic monohydric alcohol comprising 
(a) reacting an alkylene oxide with carbon dioxide in 
the presence of a carbonation catalyst selected from 
carbonates and bicarbonates of quaternary ammonium 
bases to provide a crude cyclic carbonate and (b) 
reacting said cyclic carbonate with an aliphatic 
monohydric alcohol in the presence of a catalyst. 

Pacheco et al . (see entire reference and especially 
columns 7, 9 and 10) teach a process of making dialkyl 
carbonate and a diol from alkylene oxide, carbon 
dioxide and an aliphatic monohydric alcohol in the 
presence of quarternary ammonium compounds for each 
step . 
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Ascertainment of the difference between the prior art and the claims 
(MPEP §2141.02) 

The difference between the process of Pacheco et 
al . and the process instantly claimed is that Pacheco 
et al . generically describe the instant quaternary 
ammonium catalysts for each of the claimed steps (a) 
and (b) . 

However, Emmons et al . (column 1, lines 35-53) and 
McClellan (columns 1 and 2) each teach that it is known 
to use quaternary ammonium compounds as catalysts in 
processes of making alkylene carbonates (Applicant's 
cyclic carbonate produced in step a) . Additionally, 
Masahiro et al . (see abstract), Haruyuki et al . (see 
abstract) and Tojo et al . (see entire document; 
especially Example 1 in columns 35-36) each teach that 
it is known to use quaternary ammonium compounds as 
catalysts in processes of making a dialkyl carbonate 
and a diol from reacting a cyclic carbonate and an 
alcohol (Applicant' s dialkyl carbonate and diol 
produced in step b) . 
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Finding of prima facie obviousness — rational and motivation (MPEP 
§2142-2413) 

The claimed process is no more than a selective 
combination of prior art teachings done in a manner 
obvious to one of ordinary skill in the art since each 
step of the process appears to be relatively complete 
in itself and there is no indication of an interaction 
between steps of such a type that would lead one of 
ordinary skill in the art to doubt that a substitution 
of alternative steps known to the art could be made. 
In re Mostovych , 144 USPQ 38 (1964) . 

One skilled in the art would have been motivated to 
utilize the process taught by Pacheco et al . , 
especially in view of the teachings in Emmons et al . , 
McClellan, Masahiro et al., Haruyuki et al . and Tojo et 
al . , to arrive at the instant claimed process with the 
expectation of obtaining a dialkyl carbonate and a 
diol . Therefore, the instant claimed process would 
have been suggested to one skilled in the art. 
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Response to Arguments 

Applicant's arguments filed April 7, 2008 have been 
fully considered but they are not persuasive. 
Applicant argues that: (1) there is no disclosure in 
Pacheco et al . of using a crude alkylene carbonate 
stream as the reactant stream for transesterif ication 
of alkylene carbonate with alkanols to produce dialkyl 
carbonates; (2) there is no disclosure in McClellan of 
the further processing of any alkylene carbonate or 
alkylene carbonate-containing stream produced in 
accordance with the McClellan procedure; (3) Emmons et 
al . disclose nothing about what is or can be done with 
the crude reaction product of the alkylene oxide/C0 2 
reaction; (4) there is no disclosure in either Masahiro 
et al . or Haruyuki et al. concerning how the cyclic 
carbonate has been prepared; and (5) there is no 
disclosure in Tojo et al. concerning the source or the 
nature of the feed stream containing the cyclic 
carbonate used. 
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Applicant' s arguments have been considered but have 
not been found persuasive. Applicant argues that there 
is no disclosure in Pacheco et al . of using a crude 
alkylene carbonate stream as the reactant stream for 
transesterif ication of alkylene carbonate with alkanols 
to produce dialkyl carbonates. As stated above, 
Pacheco et al. teach a process of making dialkyl 
carbonate and a diol from alkylene oxide, carbon 
dioxide and an aliphatic monohydric alcohol in the 
presence of quarternary ammonium compounds for each 
step. Pacheco et al. do teach using the alkylene 
carbonate as the reactant for the transesterif ication 
of alkylene carbonate with alkanols to produce dialkyl 
carbonates (column 9, lines 11-61) . Further, Emmons et 
al . , McClellan, Masahiro et al., Haruyuki et al . and 
Tojo et al. are all secondary references and as such 
are not required to have every limit recited in the 
claims . 
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Applicant argues that: (1) there is nothing in any 
of the applied references which would suggest that the 
alkylene (cyclic) carbonate-containing crude product 
stream from the first step of the instant claimed 
process must be used in the second transesterif ication 
step without separating either the alkylene carbonate 
or the carbonation catalyst (2) there is no disclosure 
or suggestion of using the same carbonation catalyst 
for the transesterif ication reaction; and (3) none of 
the cited prior art suggest the selection of a halide- 
free carbonation catalyst. 

All of Applicant's arguments have been considered 
but have not been found persuasive. Applicant argues 
that there is nothing in any of the applied references 
which would suggest that the alkylene (cyclic) 
carbonate-containing crude product stream from the 
first step of the instant claimed process must be used 
in the second transesterif ication step without 
separating either the alkylene carbonate or the 
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carbonation catalyst. As stated above, Pacheco et al . 
do teach using the alkylene carbonate as the reactant 
for the transesterif ication of alkylene carbonate with 
alkanols to produce dialkyl carbonates (column 9, lines 
11-61). Applicant argues that there is no disclosure 
or suggestion of using the same carbonation catalyst 
for the transesterif ication reaction and none of the 
cited prior art suggest the selection of a halide-free 
carbonation catalyst. In response, the cited prior art 
list catalysts that are used in carbonation reactions 
and transesterif ication reactions. See, for example, 
McClellan (column 1, lines 41-72; and column 2, lines 
1-26) and Pacheco (column 52-61) . Further, there are a 
number of carbonation catalyst listed in the cited 
prior art which do not contain a halogen. See, for 
example, Emmons et al . (column 1, lines 35-47) . For 
all the reasons given above, the rejection is deemed 
proper and therefore, the rejection is maintained. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded 
of the extension of time policy as set forth in 37 
CFR 1 . 136 (a) . 

A shortened statutory period for reply to this 
final action is set to expire THREE MONTHS from the 
mailing date of this action. In the event a first 
reply is filed within TWO MONTHS of the mailing date of 
this final action and the advisory action is not mailed 
until after the end of the THREE-MONTH shortened 
statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, 
and any extension fee pursuant to 37 CFR 1.136(a) will 
be calculated from the mailing date of the advisory 
action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the 
mailing date of this final action. 

Any inguiry concerning this communication or 
earlier communications from the examiner should be 
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directed to Laura L. Stockton whose telephone number is 
(571) 272-0710. The examiner can normally be reached 
on Monday-Friday from 6:15 am to 2:45 pm. If the 
examiner is out of the Office, the examiner's 
supervisor, Joseph McKane, can be reached on 
(571) 272-0699. 

Information regarding the status of an application 
may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for 
published applications may be obtained from either 
Private PAIR or Public PAIR. Status information for 
unpublished applications is available through Private 
PAIR only. For more information about the PAIR system, 
see http://pair-direct.uspto.gov. Should you have 
guestions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-217-9197 
(toll-free) . If you would like assistance from a USPTO 
Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA 
OR CANADA) or 571-272-1000. 

The Official fax phone number for the organization 
where this application or proceeding is assigned is 
(571) 273-8300. 



/Laura L. Stockton/ 
Laura L. Stockton, Ph.D. 
Patent Examiner 
Art Unit 1626, Group 1620 
Technology Center 1600 



July 22, 2008 



